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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or 
in public use or on sale in this country, more than one year prior to the date of application for 
patent in the United States. 

Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Bertschi et al 
(U.S. Patent 5,651,998). 

Bertschi et al, hereafter "Bertschi", discloses a method of forming a multi-layered 
molded article, as recited by claim 5. Bertschi teaches injecting three materials into a 
mold using a combination of co-injection and singular-injection nozzles. See lines 28-62 
In column 7 and Fig. 16. Bertschi further teaches that the Injections can be 
independently effected and that the co-injectlon nozzle is capable of simultaneous 
injection, as shown at lines 57-61 in column 7. Accordingly, and with reference to Fig. 
16, it can be seen that a first material, reference character 492, representing a first shot, 
is the substrate member, and that second and third materials, 444 and 490, 
simultaneously co-injected in a second shot, represent a cover member on the 
substrate. 

The preamble cites an automotive trim assembly as an application for the 
method. A preamble, however, is generally not accorded any patentable weight where 
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it merely recites the purpose of a process and the body of the claim does not depend on 
the preamble for completeness. In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

Claims 5-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schoemann et al (U.S. Patent Application Publication 2004/0017023), and further in 
view of Thompson (U.S. Patent 6627134). 

Schoemann et al, hereafter "Schoemann", discloses two-shot molding for a 
vehicle trim panel, as recited by claim 5. Schoemann teaches that a substrate is formed 
of a first material in a mold having a two-shot capability provided by a movable core 
forming a recess in the substrate. This is shown in paragraphs [0029] and [0030]. 
Schoemann further teaches that a second material forming an accent region (cover) is 
injected In the recess in a second shot after the mold is reconfigured. See paragraphs 
[0034] and [0035]. 

Schoemann teaches thiat the first material is polypropylene, which is a 
thermoplastic olefin, as required by claim 7. See paragraph [0032]. 
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Schoemann does not teach co-injecting a third niateriai, as required by claim 5. 
Schoemann further does not teach that second and third materials are outer pliable and 
Inner compressible layers formed during a co-injection step, as required by claim 6. 
Schoemann still further does not teach that the second material is a thermoplastic 
elastomer, as required by claim 8. 

Thompson teaches forming a skin material over a core material in a co-injection 
process at lines 63-67 in column 2 and lines 1-6 in column 3. Thompson further 
teaches that the skin material is Santoprene (thermoplastic elastomer) in example 4. 
Thompson still further teaches that the core Is a foam material (compressible layer) at 
lines 35-40 in column 1 . 

Schoemann and Thompson are comblnable because they are concerned with a 
similar technical field, namely, molding multilayered articles. One of ordinary skill in the 
art at the time of the invention would have found it obvious to include in the method of 
Schoemann a cushion-like panel insert, as taught by Thompson. The motivation, as 
taught by Schoemann in paragraph [0034], is to provide a tactilely pleasing surface. A 
surface which is yielding as well as soft, as taught by Thompson, advances that 
purpose. 

Claim 9 Is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schoemann in view of Thompson as applied to claims 5-8 above, and further In view of 
Dry (U.S. Patent 6,899,363). 

Schoemann and Thompson teach the method of claims 5-8, as discussed above. 
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Schoemann and Thonnpson do not teach the third material as a thermoplastic 
elastomer foam, as required by claim 9. 

Dry teaches a flexible foam or elastomeric pad for a cushion material sandwiched 
between a substrate and a cover layer. See lines 15-20 in column 1 . 

Schoemann, Thompson and Dry are comblnable because they are concerned 
with a similar technical field, namely, molding multilayered articles. One of ordinary skill 
in the art at the time of the invention would have found it obvious to include in the 
method of Schoemann and Thompson the cushion construction of Dry. The motivation, 
as taught by Schoemann in paragraph [0034], is to provide a tactilely pleasing surface. 
The cushioning material, as taught by Dry, further advances that purpose. 

Response to Arguments 

Applicant's arguments, see Reply to Office Action of 5/17/2006, filed 8/10/2006, 
with respect to the rejection(s) of claim(s) 5-9 under 35 USC § 103 have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
Bertschi et al (U.S. Patent 5,651,998) and also in view of Schoemann et al (U.S. Patent 
Application Publication 2004/0017012) combined with Thomson (U.S. Patent 6,627,134) 
and Dry (U.S. Patent 6,899.363). 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Lambelet whose telephone number is 571- 
272-1713. The examiner can normally be reached on 8 am-4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on 571-272-1 176. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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